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1 . Claims 8 to 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

For claim 8, it is unclear what is required by this method step. On one hand, the 
claimed method further comprising a UV-curing step but then the only additional method 
step actually claimed is that of forming a coating on the surface of the material. It is 
confusing if the UV curing step is actually required and if so, at what point in the method 
does it occur. 

For claim 9, it is unclear from this claim language if this method requires that any 
of an epoxy acrylate, urethane acrylate or polyester acrylate UV curing paint actually be 
formed on the surface or if these adhesion tests only need to be met when one of the 
recited UV curing paints is used. 

For claims 10 to 12, the method by which the wetting index is determined is not 
defined and as such this makes this limitation indefinite. Note, for instance, that the 
wetting index in Strobel et al. is measured in terms of jJ/m 2 . This obviously uses a differ- 
ent standard than the instant claims. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 to 3, 6, 7 and 10 to 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by DE 199 05 697. 
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This rejection will refer to the English language translation provided by applicants 
in the IDS dated 10/19/05. 

DE '697 teaches a process for producing adhesion layers on surfaces. As can 
be seen from the abstract, layers are prepared by flame treatment with a combustible 
gas and from .1 to 1 .9 wt% of an organosilicon compound. Lines 25 to 30 of page 3 
specifically teaches various silanes including vinyl triethoxysilane. This meets the flash 
point and boiling point of claim 1 as well as claims 2 and 3. The amounts used in the 
working examples fall within the breadth of claim 6. 

For claims 10 and 1 1 , note that the various substrates taught in '697, including 
the aluminum used in the examples, fall within the type of substrates that applicants 
admit can be used in the claimed invention (page 26 of the specification). Thus these 
surfaces will inherently meet the requirement of claim 1 1 and, since the surface modifi- 
cation claimed is the same as that in '697, the resulting surface modified substrates will 
necessarily meet the requirements of claim 10. For claim 12, note that the epoxy resin 
coated on the substrate in '697 is UV curing. This claim does not specifically require a 
UV curing step. 

5. Claims 1 to 3 and 5 to 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Strobel et al., alone or in view of DE '697. 

Strobel et al. teach a process of flame treating a substrate to improve adhesion. 
Column 3, lines 15 and on, teach various silicon containing compounds. The only 
silicon containing compound specifically taught is hexamethyldisiloxane, having a b.p. of 
101°C. Generally, however, this reference teaches a much broader genus of organosili- 
con compounds. For instance Strobel et al. teach that silazanes can be used. From 
this one having ordinary skill in the art would have found the selection of the most basic 
and common silazane, hexamethyldisilazane, to have been obvious. From this one hav- 
ing ordinary skill in the art would have found the selection of hexamethyldisilazane as 
an organosilicon treating agent in the method of Strobel et al. to have been obvious. 

For claim 5, note that Strobel refers to an oxidizer throughout the disclosure (for 
instance column 3, line 49). Column 2, line 20, generally teaches various compounds 
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that are known in the art to function as oxidizers when forming silicon based coatings. 
This includes alcohol. From this one having ordinary skill in the art would have been 
motivated to use alcohol as an operable oxidizer in the method of Strobel. 
For claim 6, see column 3, line 34. 

For claims 8 and 9, see column 5, lines 20 and on, which teaches that the treated 
substrates can be used in the coating industry to provide improved adhesion between 
coatings and the substrate surfaces. It is extremely common in the coating industry to 
coat polymeric substrates such as those taught in Strobel et al. with a UV curing coating 
composition such as epoxy acrylates, urethane acrylates and polyester acrylates. The 
skilled artisan would have recognized that the polymeric substrates in Strobel et al. 
could have been subsequently coated with any known and commonly used coating 
composition, thereby rendering obvious the selection of ones within the breadth of claim 
9. 

For claims 10 and 1 1 , wetting is very important to the composition of Strobel et 
al. See for instance column 5, lines 39 and on, and column 3, lines 44 and 45. One 
having ordinary skill in the art would have been motivated by the teachings of Strobel et 
al. to optimize and/or adjust the final wetting properties of the treated substrates therein. 
On the other hand, using the obvious hexamethyldisilazane will inherently result in a 
wetting index such as claimed since it is the same surface treating agent used by appli- 
cants. The Examiner notes that the various polymeric substrates taught on column 4 of 
Strobel et al. are the same as those taught on page 24 of the instant specification. 

On the other hand Strobel et al. generally teach organosilicon compounds includ- 
ing ones having alkoxy and vinyl groups (column 3, lines 15 to 25). DE '697 teach, in a 
comparable method, vinyl triethoxysilane compounds as useful organosilicon compound 
for flame treating surfaces. 

In view of the general teachings in Strobel et al. one having ordinary skill in the 
art would have been motivated to select organosilicon compounds that meet the generic 
teachings therein and are known to be used in flame treatment processes. . As shown 
by DE '697, vinyl triethoxysilane is such a compound . From this one having ordinary 
skill in the art would have found the use of a vinyl triethoxysilane compound to have 
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been obvious. This applies as well to tetramethoxy and tetraethoxy silanes, both of 
which meet the organosilicon compound requirements of claim 1 . 



6. Claim 4 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. None of the prior art teach or suggest such a specific 
combination of compounds. 



7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



8. Claims 1 3 and 6 to 12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1 to 8 of 
copending Application No. 1 1/795,401 . Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the skilled artisan would have 
found the selection of the common and basic hexamethyldisilazane to have been an 
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obvious selection in view of the general "silazane compound" as found in claim 3 of 
'401. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 



mgm 
9/2/08 



